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REMARKS 

Applicant respectfully requests reconsideration of the present application in view of the 
foregoing amendments and in view of the reasons that follow. 

Applicant has canceled Claim 14 and amended Claim 15 to re- write Claim 15 in 
independent form. No new matter has been added. Entry of the amendments is respectfully 
requested. 

After amending the claims as set forth above, claims 1-7, 11, 13, 15, 16, 18-21, 23-31 and 
33-61 are now pending in this application. 

Objection to Claims 28 and 29 Under 37 C.F.R. 1. 75(c) 

The Examiner has objected to Claims 28 and 29 as being in improper dependent form. 
Specifically, the Examiner asserts that the dependent claims do not further limit the subject 
matter of the claim from which it depends. 

Claim 15 is directed to a specific composition. Claims 28 and 29 are directed to specific 
uses of that composition. As the composition of Claim 15 is not limited to a specific use, and as 
Claims 28 and 29 both recite a specific use of the composition, Claims 28 and 29 clearly further 
limit Claim 15. 

In light of these remarks, reconsideration and withdrawal of the rejection are respectfully 
requested. 

Rejection of Claims 14, 15, 28-30 and 37 Under 35 U.S.C. §101 

The Examiner has rejected Claims 14, 15, 28-30 and 37 under 35 U.S.C. §101 as not 
being supported by either a substantial asserted utility or a well-established utility. 

Applicant respectfully disagrees. 

The Specification describes, for example, the differential expression of nucleic acids that 
have a modified expression caused by hyperplasias and/or tumors, and methods for measuring 
those expression products, such methods including the use of antibodies (page 1, lines 5-14). 
The paragraph bridging pages 15 and 16 of the Specification clearly indicate that it is the 
detection of the differential expression of the particular genes useful for the invention that 
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provide an indication of specific hyperplasias. It is the detection of differential gene expression, 
therefore that allows for the diagnostic methods. Clearly one of skill in the art would know how 
to detect a gene expression product, namely, a polypeptide encoded by a nucleic acid, by using an 
antibody specific for that gene expression product. This fact is stated in the aforementioned 
passage and is based on technology that has been common practice at least since the advent of 
Western blot analysis (W. Neal Burnette, Anal. Biochem., 1 12:195-203, 1981). 

In view of the above remarks, the use of the claimed invention for detecting various 
hyperplasias is a substantial and credible utility sufficient to satisfy the requirements of 35 U.S.C. 
§101. Reconsideration and withdrawal of the rejection are respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees that may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, to 
Deposit Account No. 19-0741 . Should no proper payment be enclosed herewith, as by the credit 
card payment instructions in EFS-Web being incorrect or absent, resulting in a rejected or 
incorrect credit card transaction, the Commissioner is authorized to charge the unpaid amount to 
Deposit Account No. 1 9-0741 . If any extensions of time are needed for timely acceptance of 
papers submitted herewith, Applicant hereby petitions for such extension under 37 C.F.R. §1.136 
and authorizes payment of any such extension fee to Deposit Account No. 19-0741. 



Respectfully submitted, ,yf 



FOLEY & LARDNER LLP 
Customer Number: 48329 
Telephone: (617) 342-4000 
Facsimile: (617)342-4001 



Date J*,*-*. 2 ^ Z&zf 




Attorney for Applicant 
Registration No. 58,468 
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